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EDISON v. WOODHOUSE.

(Second Action.)

Action for infringement of patent.-Infrringe'ment admitted.-Validity of patent
denied.-Alleged insufficiency of specificatiorc--Alieqed anticipation.

The Plaintiffs, as oumers of a patent relating to electric lamps brought an action
for infringement against the Defendants, who virtu/ally admitted infringement, but
alleged that the patent was invalid on the grounds of the ineufficiencu of the specifi
cation and anticipation of the invention. They alleged that the specification claimed
but did not describe an improved process of producing nitrogen gas for the purpose
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Edison v. Woodhouse.

[July9,1886.

of charging such lamps, and that it described various methods of lJrelJar1:ng the
illurninatinq part of the lamp, some of iohicli methods ioould not answer.

Held, (1), that the specification UJ(};S sufficient; (2), that the inuention had not
been. anticipated; (i~)~ that as the Defendants had not contested the alleged infrinqe
ment the Plaintiffs uiere entitled to succeed.

On the 28th of November 1878 a patent (No. 4847 of 1878) was granted to Frederick
John Oheesbrough for "Improvements in and relating to electric lamps, and to a
" method of 'charging such lamps with au artificial atmosphere and purifying the same,
"and to the production of a carbon for use in electric lamps and for other electric
" purposes" as a communication from abroad by William Edioard Saiouer and Alben
Man. On the 12th of November 1884 the specification was amended. The amend
ment consisted chiefly in the disclaimer of such of the claiming clauses-videlicit the
first 25, the 28th, and 29th of the original specification-as related to the "method of
charging electric lamps with an artificial atmosphere and. purifying the same" and to the
use "for other electric purposes" of the carbon produced by the invention for use in
electric lamps. The amendment also made such alterations in the title and body of
the .speoiflcation as were rendered necessary by the disclaimer, removed certain
superfluous matter and corrected certain clerical errors. The amended specification
stated that" the object of this invention is-Firstly, the production of an improved
"electric lamp, Secondly, the production of a better carbon for the use of electric
" lamps. At the present day it is not new to produce a light by causing the electric
" current to heat a carbon conductor to incandescence in a vacuum, or in nitrogen, or
" in other gas; but no lamp has yet been devised which would be practically operative,
" and for these reasons; First, the methods that have been employed for charging the
"lamp with artificial atmosphere, such as the displacement of mercury, water, or air
"by the gas, or the combustion of phosphorous in the lamp, are imperfect. A perfect
"vacuum is unattainable; some oxygen, or other element or compound,remains in
"the lamp, and slow consumption or disintegration takes place. Second, the unequal
"expansion of the carbon and its holders has resulted in fractures of the former, so
" that however perfect the atmosphere in the globe, the lamp has never been permanent.
"To obviate these several difficulties 'Is the object of this invention. To charge the
"lamp it is preferred to employ nitrogen gas, and this is produced in the lamp by an
"impro\Ted process in a state of great purity. As a safeguard against an infinitesimal
"leakage it is preferred to place in the lamps a small quantity of sodium, potassium,
.., or other agent having a great affinity for oxygen, whose oxidization, unlike the
" oxidization of phosphorous, produces no vapour, but a solid not easily changed by heat.
" As an additional safeguard it is preferred to place in the lamps a quantity of freshly
" burned lime, so that any traces of carbonic acid gas which might suffer the decom
"position and depositing herein-before mentioned may be quickly absorbed and
"rendered harmless. To make the lamp perfectly air-tight, recourse is had to certain
"fittings to the opening at the base of the globe, which will be described in detail
"herein-after. To guard against great heating and unequal expansion at the joints,
"which would imperil the sealing of the lamp and soon render it useless, the incan
"descent carbon is isolated from the lower part of the globe, where the joints are
" situated by a disk, or diaphragm of some refractory substance, preferably soap-stone
" or porcelain, whereby all downward radiation of the heat is prevented, and the joints
"kept comparatively cool, at the same time the upper part of the globe may be very
'~hot. Furthermore, to prevent conduction of the heat from the incandescent carbon
"to the joints by the metallic connexi-m communicating therewith, two conductors,
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"leading upward from the base, are arranged ill a spiral volute, or fluting form, so as
"to obtain considerable length of conductor in a limited space, and very little of the
"heat reaches the base. By means of the several devices shown and described, a
"permanently air-tight lamp is obtained. The arrangement for avoiding fracture of
" the carbon will be fully described herein-after."

The specification then described the drawings relating to the construction of the
lamp, and continued: "The lamp being set up, the next important thing is to charge
" it with the atmosphere, which will prevent consumption of the carbon, and the detail
"description of the imprtt¥ea process of charging the lamp is as follows: The various
"methods of manufacturing nitrogen gas are well known. Having dried and purified
"the gas until it stands all tests, it is passed into a dry receiver, preferably a bag of
" vulcanised rubber."

The specification then described the drawings relating to the process of charging
the lamp, and continued: "By the process described the lamp may be charged with
"absolutely pure nitrogen gas; and it is clear that any number of lamps may be
"placed in the circuit and simultaneously charged, the gas in transference passing
" seriatim through the lamps. There has been shown and described an electric lamp
,. in which a pencil of carbon is heated to incandescence in a nitrogen or other carbon
"preservative atmosphere, one of the principal obstacles to successful electric lighting
"by incandescence is the dissociated character of nearly all obtainable carbon. In
" most of such carbon there is danger of fracture as well as of the establishment of
"the voltaic arc, and furthermore, the carbon, unless specially prepared by this
"process, naturally occludes sufficient air, or oxygen to render its consumption a
"mere question of time, since, as fully set forth, the least quantity of oxygen in a
"sealed lamp is sufficient to combust an indefinite quantity of carbon. As is well
"known, carbon suitable for electric lighting by the voltaic arc is naturally produced
"in gas retorts, but generally the rods of carbon used in the regulator lamps so called
,- are moulded from the powdered material. Neither the one nor the other quality of
" carbon is suitable for electric lighting by incandescence. In both there is a lack of
" homogeneity, The pencil is not sufficiently hard and dense, because" in the first
" place, the heat required to produce the proper character of carbon is as high as
" 7,000° Fahrenheit, and such a temperature is not obtainable in the retort; and, in the
"second place, the mechanical subdivisions of the material, and the pressure necessary
"to produce the perfect article, are practically unattainable. Carbon of the ordinary
"sort, when heated by the electric current, exhibits points and lines of unequal
"brilliancy. Carbons prepared by this process, when so heated, glow with a uniform
"brilliancy throughout. It has been found that a pencil of carbon immersed in a
"hydro-carbon gas or liquid, and heated to an extremely high temperature by the
"voltaic current, is not itself attacked, but decomposes the surrounding matter, the
"carbon of which enters and fills up its pores to an extent impossible except with
"matter in a very attenuated state, and deposits a perfectly homogeneous layer,
" generally of a bright gray colour, upon the exterior surface. As the carbon increases
"in size, more current is required to maintain its temperature; and if the current is
"gradually increased in accordance with the demand for it, there is apparently no
"limit to the increase in mass of the homogeneous exterior deposit. Carbon pencils
" may be cut from this deposit, or the original pencil with its coating may be used in
"the lamps. In this process it will be seen that the carbon is never in contact with
"the liquid in which it is immersed, but surrounded by a carbonic gas of very
"high temperature. Beeswax, balsam, and most oils if pure, operate satisfactorily,
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" almost any hydro-carbon, in fact, will answer. This invention is not confined to the
" treatment of carbon alone, since it is obvious that many infusible substances, non
"conductors of electricity, may be heated in hydro-carbon liquids or gases, so as to
"render them conductors of electricity, as, for instance, a tube of lime enclosing a
"pencil of carbon, through which the electric current is caused to circulate. The
" before-going is a descriptive method of charging a sealed globe with pure nitrogen
"gas. Let it be supposed that the pencil of carbon held between two carbon pieces
"of greater mass than that of the pencil, as above described, is immersed in the
" hydro-carbon liquid, and heated in the manner already described, being then cleansed
" in alcohol, the pencil and its holders without having' been disturbed, and placed in
"the globe in which they are to be hermetically sealed. 'I'he globe is charged with
" pure nitrogen, and then, while still allowing pure nitrogen to flow into and out of the
"globe, the carbon is heated to incandescence, thus driving out all impurities and
"occluded gases, which are carried out of the lamp by the current of nitrogen.
"With this operation the preparation of the carbon is completed, and the lamp
" now being hermetically sealed, as above described, is ready for use."

The specification (as altered by amendment) concluded thus: "I do not claim the
"construction of the lamp herein-before described, but what I do claim is :-Fz'rst.
"The herein described method of preparing the illuminating part of an electric lamp
"consisting of electrically heating the same, while it is surrounded by a carbon gas,
" or liquid. Second. A material for the manufacture of the illuminating conductors of
" electric lamps, produced by electrically heating carbon in a carbon gas. Third. The
"herein-before described method of preparing the illuminating part of an electric
"lamp, consisting in first obtaining a solid deposit of carbon by electric action, as set
"forth, and subsequently when the globe containing it is charged with a carbon
"preservative atmosphere, before the flow of such preservative atmosphere through
"the lamp has ceased and before the lamp is finally sealed, heating the illuminating
"part by means of the electric current, in order to expel impurities and occluded
" gases."

This patent having been assigned to the Edison and Sioar: United Electric Light
OomlJany, they, in 1885, brought an action against Otloay Edward Woodhouse and
Frederick Lauirence Rawson and the Woodhouse and Rawson Electric Manufacturing
Oomparu], alleging infringement, and asking for an injunction to restrain them from
using any electric lamps manufactured according to the amended specification, for
delivery up of infringing lamps, an account of profits, damages, and costs.

The infringement was alleged to consist in using regularly as a portion of the process
of manufacturing electric incandescent lamps as ordinarily supplied by the Defendants
to their customers the inventions claimed in the first and second claiming clauses of
the amended specification. The Defendants admitted that in the manufacture of the
conductors or illuminating portions of some of the lamps made or sold by them they
had electrically treated such conductors while immersed or surrounded by a hydro
carbon gas or liquid, but denied infringement and put in issue the validity of the patent.
They alleged that the specification was insufficient, and that the invention was not
new, as having been anticipated by a large number of specifications and other publica
tions, including-(l.) Philosophical Magazine, 1847, Third Series, Vol. XXXI., p. 20,
"On certain phenomena of voltaic ignition and the decomposition of water into its
constituent gases by heat," by W. R. Grove. (2.) Four articles by 1J1. DeS1Jretz,
"Sur la fusion et la volatilisation des corps," published in the Comptes Rendus,
Vols. XXIX., XXX., June 18th, July 16th, November 19th, and December 17th, 1849,
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and a translation of which appeared in The Chemist, 1849-50, Vol. I., New Series
(3.) Comptes Rendus, Vol. LXX., 1870, page 605, line 24, to page 607, line 18,
"Chimie, action du sulfure de carbone et des gaz carbures sur Ie charbon de bois."
Note de M. Sidot (extrait). (4.) Annales Iudustrielles, 1870-71, Vols. II. and III.,
pages 477, 478, "Purification de sulphure de carbone; action de sa vapeur sur les
bois." Par E. Saint Edme.

Ashton Q.C., Sir R. Webster, Q.C., Moulton, Q.C., and Dove (instructed by Messrs.
Ashurst, Morris, Crisp, and Co.), appeared for the Plaintiffs. Sir /1. Davey, S.G.,
Charles, Q.C., Macrory, and Rauson (instructed by Sydney Morse), appeared for the
Defendants.

The action was tried before Butt, J. (sitting as an additional judge of the Chancery
Division) without a jury. Witnesses were examined for the Plaintiffs and cross
examined by the Defendants. The Defendants did not call any witnesses, but con
tended (1) that the specification was insufficient, on the ground that it claimed, but did
not describe, an improved process of producing the nitrogen gas in the electric lamp,
and that the term" carbon gas" in the first and second claims would include two utterly
unsuitable materials, viz., carbonic acid gas and carbonic oxide; (2) that the patent,
according to its true construction, claimed a process and material which had been re
spectively anticipated by Grove, Despretz, Sidot, and Saint Edme, and not merely a new
application of such process and such material; (3) that even if the patent were held
to claim merely a particular application of an old process and of an old material, yet
there was not sufficient novelty in such application to form the subject-matter of a
patent within the principles laid down in Losl: v, Hague (1 Webs. 202); Brook v.
Ashton (28 L.J. Q.B. 175); R. v. Outler (3 Car. & K. 215, 228); and Penn, v.Bibby
(L.R. 2, Ch. 127.)

The Plaintiffs in reply contended that neither the process nor the material had been
anticipated. The alleged anticipations did not amount to more than abandoned
experiments. They relied upon Hills v, Evans (31 L.J., Ch. 457, 463); Young v,

Fernie (4 Giff. 577); Jones v, Pearce (1 Webs., P.C. 121, 124); The Ilousehill
Cornpany v, Neilson (1 Webs. P.C. 673); Galiousu) v, Bleaden (1 Webs. P.C. 521);
Hills v. The London Gas Light Co. (5 H. & N., 312, 369). [Charles, Q.C., referred
to Carpenter v. Smith (1 Webs., P.C. 530).]

BUTT, J.-The Plaintiffs in this case are the owners of Patent No. 4847, dated
28th November 1887, as amended by disclaimer of the 12th November 1884. The
claim is against the Defendants for the infringement of that patent, and the patent is
one for making the carbon conductors of electric lamps. The process by which the
desired result is obtained is, to my mind, one of singular beauty and efficacy. The
principal features in that process are these :-A pencil of ordinary carbon is immersed
in a hydro-carbon gas or liquid; a strong electric current is passed through the carbon,
and in the course of its treatment the carbon is subjected to a gradually increased
current of electricity. The defects in ordinary carbon for electric lighting, and the
remedies applied by this process, are thus stated by the Plaintiff in his specification.
"As is well known, carbon suitable for electric lighting by the voltaic arc is naturally
"produced in gas retorts, but generally the rods of carbon used in the regulator
"lamps so called, are moulded from the powdered material. Neither the one or the
"other quality of carbon is suitable for electric lighting by incandescence. In both
"there is a lack of homogeneity. The pencil is not sufficiently hard and dense, because
"in the first place the heat required to produce the proper character of carbon is as
" high as 7,ooon Fahrenheit, and such a temperature is not obtainable in the retort; and
"in the second place, the rnechanical subdivisions of the material and the pressure
"necessary to produce the perfect article are practically unattainable. Carbon of the
"ordinary sort when heated by the electric currents exhibits points and lines of
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"unequal brilliancy. Carbons prepared by this process, when so heated, glow with a
"uniforJ;n brilliancy throughout." The principal part of that relates to the objections
to the lise of the ordinary carbons in electric lighting. Now comes the improvement:
" It has been found that a pencil of carbon immersed in a hydro-carbon gas or liquid,
"and heated to an extremely high temperature by the voltaic current is not itself
"attacked, but decomposes the surrounding matter, the carbon of which enters and
"fills up its pores to an extent impossible, except with matter in a very attenuated
"state, and deposits a perfectly homogeneous layer, generally of a bright grey colour,
"upon the exterior surface; as the carbon increases in size more current is required to
"maintain its temperature, and if the current is gradually increased in accordance
"with the demand for it, there is apparently no limit to the increase in mass of the
"homogeneous exterior deposit. Carbon pencils may be cut from this deposit, or the
"original pencil with its coating may be used in the lamps. In this process it will
,. be seen that the carbon is never in contact with the liquid in which it is immersed,
"but surrounded by a carbonic gas of very high temperature. Beeswax, balsam, and
"lIloSt oils, if pure, operate satisfactorily; almost any hydro-carbon, in fact, will
'answer." The peculiar merit of the invention consists in the well nigh perfect
adaptation of the means employed to the end aimed at, and this by the automatic
action of the materials employed when subjected to intense heat generated b)" the
passage of the electric current. As is pointed out, in an ordinary piece of carbon
subjected to a strong electric current there are observed points and lines of unequal
brilliancy. The most brilliant parts are those where the carbon has the smallest
sectional area; the resistance of the carbon to the passage of the electric current, and
therefore the heat being in inverse proportion to the size of the cross section of the
carbon. At these points of greatest heat the deposition of the carbonaceous matters in
hydro-carbon gas goes on most actively, and so equalizes the carbon, which is also made
more dense by the operation.

That being the patent, I do not understand that there is any .serious dispute that, if
valid, it has been infringed by the Defendants. Their answer to the action is, not that
they have not used the process and material in question, but that they have a perfect
right so to do, because the patent is invalid, inasmuch as the process by which the
material is made was known long before the date of the patent in question; both the
process and the material were common property which the public, and they as part of
the public, were entitled to apply to any purpose they chose, and to electric lighting by
incandescence amongst other things. The question arises, therefore, was this process
known before Cheesbrough's specification? That appears to me to be the principal
question in the cause, though there are some other objections made by the Solicitor
General to the validity of this patent. With those objections I propose to deal in the
first instance. In the first place a reference was made by the Solicitor-General to lines
5 and 6 of the 12th page of the specification. In stating the objects of the invention
the patentee there says, after having detailed some others: "To obviate these several
"difficulties is the object of this invention. To charge the lamp it is preferred to
" employ nitrogen gas, and this is produced in the lamp by an improved process in a
" state of great purity." I t is objected that there is 110 direction in the course of the
specification given to the public how to make that improved nitrogen gas, but on
looking to the claim, or that part of it which refers to the passage I have read, namely,
Claim No.3, I do not see that any claim is made for an improved nitrogen gas. The
words of Claim 3 are as follows: "Third. The herein-before described method of
"preparing the illuminating part of an electric lamp consisting in first obtaining a
"solid deposit of carbon by electric action as set forth, and subsequently when the
"globe containing it is charged with a carbon preservative atmosphere, before the
"flow of such preservative atmosphere through the lamp has ceased, and before the
"lamp is finally sealed, heating the illuminating part by means of the electric current,
"in order to expel impurities and occluded gases." The nitrogen gas, as I understand
it, is there referred to in these words :-" It is charged with a carbon preservative
"atmosphere." And in another part of the specification he states, what anybody knows,
how to get or to make the material used. I point out, in the first instance, that there is
no claim, strictly so called, for the use of the improved nitrogen gas; but at page 14,
line 34 of the specification, these words are used; "The lamp being set up, the next
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'It irnportant thing is to charge it with the atmosphere, which will prevent consumption
"of the carbon, and the detailed description of the process of charging the lamp is as
"follows." Now before that word "process" he had, in the first instance, the word
"ilnproved;" "improved process," it read originally of charging the lamp which he
says is as follows. Therefore he struck out that word "improved." But it may be
said, and I think it was said, that is all very well, but that refers not to the manufacture
or the making of the improved nitrogen gas, but to the charging of the lamp. 1 cannot
agree that that refers only to the charging of the lamp with the gas when made,
because, when I go on to another part of the specification directly afterwards on
page 14, I find this, "The detailed description of the process "-originally it was
"improved process "-" of charging the lamp is as follows: The various methods
"of manufacturing nitrogen gas are well known. Having dried and purified the
"gas until it stands all tests, it is passed into a dry receiver, preferably a bag of
"vulcanized rubber." There it is manifest in starting to describe the charging of the
lamp, the very first thing he does is to tell you what gas to use. I think the objection
properly considered really amounts to little more than a verbal criticism, and that it is
answered.

Secondly, it is said that the patent is void, because it describes various methods of
making the material, some of which methods will not answer; in other words, that it
would mislead the public. Now, the first claim is in these words: "The herein
"described method of preparing the illuminating part of an electric lamp, consisting
"of electrically heating the same while it is surrounded by a carbon gas or liquid."
Now the herein-described method mentioned in that claim refers to a passage at
page 15 of the specification. It is a passage which I have read once already, but to
which I shall have to refer more than once in the course of my judgment. "It has
It' been found," he says, "that a pencil of carbon immersed in a hydro-carbon gas or
"liquid, and heated to an extremely high temperature by the voltaic current, is not
"itself attacked, but decomposes the surrounding matter, the carbon of which enters
"and fills up its pores," and so on. Then, further on, at line 44, he says, "In this
,. process it will be seen that the carbon is never in contact with the liquid in which
"it is immersed, but surrounded by a carbonic gas of very high temperature. Bees'
"wax, balsam, and most oils, if pure, operate satisfactorily." Then he says, "Almost
any hydro-carbon, in fact, will answer." I have here, therefore, three terms used. He
speaks of a hydro-carbon gas, he speaks of a carbon gas, and a carbonic gas. From
the evidence I do not think he meant exactly what he said in using anyone of those
expressions. The Solicitor-General, either in argument or in cross-examination, I
forget which, pointed out clearly (and Dr. Tidy stated in answer to the Solicitor-General
that it was so), that his use here of the words hydro-carbon gases is clearly an erroneous
one, strictly speaking, in a chemical sense, because strictly speaking, as I understand
the matter, hydro-carbon gas consists of carbon and hydrogen alone, without any other
elements mingled with it. That is clearly not what the patentee was referring to.
I do not know whether very much turns on that, but when you come to the other two
things mentioned, carbonic gas, or carbon gas, probably the same thing is indicated.
It is said, Well, but that will include some gases which, if applied, would not produce
the result at all. It would not, says the Solicitor-General-and he is warranted in
the assertion by the answers he got from Dr. Tidy, and I think one or two of the
other scientific witnesses-produce the effect; it would include both carbonic acid
and carbonic oxide, and if you use either one of those two ingredients you would fail
to get the deposit which you are seeking to get on to your carbon pencil, and your
whole operation would fail. If the' specification is really to be read as a direction to
the public to use either one of those gases, then I should agree that a process is
described which is a futile process, which would be misleading to the public, and the
objection would assume a very serious proportion indeed. But I do not think he
really meant that. I will not give my own reasons for saying it, because I think I get
them better from the evidence of one or two of the witnesses. In the first place I will refer
to what Dr. Hopkinson said in cross-examination by the Solicitor-General, and I will
refer to what Dr. Tidy said afterwards. "In the sense I understand the patentee to
"use the word carbonic gas, it would include carbonic oxide and carbonic acid.
"Carbonic oxide and carbonic acid would not effect the purpose of making the
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"deposit." Then I find Dr. T1idy is examined upon that point, and he is asked with
reference to the expression hydro-carbon gas or liquid, "Is that a correct expression? "
He says, "FroID what follows objection may be taken to it undoubtedly, from a
"strictly chemical standpoint, because in strict chemical language we understand by
"a hydro-carbon a body that contains only carbon and hydrogen, and nothing else;
"but I think by the term hydro-carbon in this specification is clearly meant a body
"that contains carbon and hydrogen, The word is not used to ID)'" mind clearly in
"its strictly chemical sense in this patent, but as a body that contains carbon and
'~hydrogen." Then he is asked by me, "Although not carbon and hydrogen ex
"elusively?" (A.)" Not carbon and hydrogen exclusively. I will make my meaning
"clear by saying that in all chemical manuals and chemical phraseology we do not
"speak for instance of hair-oil or bees'-wax as a hydro-carbon, because it contains
"oxygen, but it does contain carbon and hydrogen. We speak, for instance, of marsh
"gas and such things, and benzol, which has been referred to already as a hydro
"carbon, but it contains hydrogen and carbon only, and therefore in strictly chemical
"language I am prepared to admit that perhaps that would be an inaccurate phrase."
Then a little further on he goes to the other point. Mr. Aston asks him, "Now I
"have almost finished my questions, but I should like to ask you whether, reading this
"specification on the principal of fairly understanding it, that is what I meant by a
"willing mind, would any person, in your opinion, be led to try carbonic oxide or
"carboni.c acid. (A.) No, I should not think so (Q.) Why not? (A.) I cannot imagine
"that anybody would ever dream of trying them. (Q.) Just tell me why? You are not
" imagining it. Give me a popular reason? (A.) First of all you could not get any carbon
"deposit from them by the process that is suggested. (Q.) Would everybody know that?
"(A.) Any text-book would have told them, I should have thought." Then speaking
from recollection I think I heard him say, c, Any sixpenny text-book." Whether it
reached the shorthand writer I do not know, but I am confident I so heard him.
When he comes to be cross-examined by the Solicitor-General he is asked, "It is not
"an expression I should have adopted myself; my friend is fond of it, as I have
"known in other cases. Do you not understand by the expression carbon gas, gas of
"which carbon is one of the constituent elements? That is the way I should prefer
"to put it. (A.) I do. (Q.) Would not carbonic acid be a carbon gas in that
" sense? CA.) Yes, in that sense, certainly. (Mr. Justice Butt.) Carbon gas would
"include what? (A.) Carbonic oxide and carbonic acid. (The Solicitor-General.)
"They would come under the description of a carbon gas in that sense. (A.) In that
"sense, .certainly. (Q.) But you told my Lord from your great knowledge, you are
"aware as a chemist of the distinction we all know you are, that carbonic oxide and
"carbonic acid would not have the result which Cheesbrough contemplated of the gas
"being decomposed and the carbon deposited on the pencil? (A.) No. (Q.) You
"known that? (A.) I certainly think it would not have the result. (Q.) What
"reason have you for saying, if you have any reason, that Oheesbrough knew it, or
"that the real inventor knew it ? (A.) I can only refer you to what is in the body
"of the specification." Then there is a further discussion upon the matter, and
there the matter so far ends. Now it certainly does appear to me, having regard
to the expressions used, having regard to Dr. Tidy's statement on oath, which is
absolutely uncontradicted, that no person of ordinary knowledge in his senses would
think of applying carbonic acid or carbonic oxide to this operation. It seems to me
it would be an exceedingly hard and unjust construction and interpretation of this
specification to hold that the patentee had invited the public to used carbonic acid
or carbonic oxide, and so had rendered his patent void.

I now come to what I regard as the real question in the case. Was this process
known before Mr. Cheesbrough's specification? Now a great number of publications
have been referred to by the Defendants in their particulars in support of their
contention that neither the process nor the material was new. I think the only
publications requiring serious consideration in this relation are those of M. Sidot,
which was made in the year 1870, and of M. Despretz at a still earlier period in
1849. I will take M. Sidot's paper first. No doubt in the course of some experiments
that he was making, not with a view to electric lighting as I understand, M. Sidot
produced a material resembling in some respects that which is referred to in the

 by guest on M
arch 22, 2016

http://rpc.oxfordjournals.org/
D

ow
nloaded from

 

http://rpc.oxfordjournals.org/


Vol. III., No. 13.] AND TRADE MARK CASES.

Edison v. Woodhouse.

191

patent, but it appears to me impossible on the evidence to say that he either described
a process that would make the material, or that he did make the material produced
by Mr. Oheesbrough's patent process. The evidence satisfies me that the desired
result cannot be obtained by the application of external or furnace heat as contra
distinguished from heat by electric action as used by Oheeebrouqh: Sir Frederick
Bramuieli, in his evidence, deals with that matter, and I will refer shortly to what he
says on the subject. I cannot lay my hand on the passage at the moment, but he
points out this in substance, that uniformity of heat produces uniformity of deposition
per unit of surface, and that is just what you do not want in your process
for producing the carbon conductor described by Mr. Cheesbrouqh, I thought I could.
have referred to the passage of ·Sir Frederick Bramwell's evidence in which he stated
that ~ but that is what, in substance, I know his evidence on the point came to. Then
there is a passage of at least equal importance in Professor Dewar's evidence to which I
will now advert. Professor Dewar is also asked about Sidot's experiment. He
says, "Sidot's experiment shows that the amount deposited at a high heat is on the
"walls of the tube, and not the wood. (Q.) Very well, but some would be deposited
"on the wood? (A.) I have no doubt some would. (Q.) Assuming that some is
" deposited on the wood, are you able to point my Lord to any difference in the carbon
"which has the extra deposit put upon it by Sidot, and the carbon which has the
"extra deposit put upon it by Oheesbrouqh i (A.) I do not think that, they have
"anything in common. (Q.) Tell my Lord why, if you please. (A.) I have said
"already that carbons produced by electric action at the high temperature which is
"pointed out by Cheesbrough cannot be produced in furnace operations." It must
be remembered that Sidot's operation was purely a furnace operation and nothing else
-heat produced by fire from the outside. "I have said that all carbon necessarily
contains hydrogen more or less along with the impurities." Then I asked him, "You
" say it is not the same material? (A.) I say it is carbon more or less, but it is not
"the same material. (Q.) There is carbon and carbon. You say it is not the same
"material at all as Oheesbrough's? (A.) I say it is not in the same physical
"condition." Now that evidence is wholly uncontradicted,

The Solicitor-General.-There was cross-examination upon that. It is, of course,
for your Lordship to say what was the value of the cross-examination. The effect of it
was that he said it was a question of degree.

Mr. J1JJ8tice Butt.-I thought that was Despretz.
The Solicitor-General.-No.
Mr. Justice Butt.-Be it so ; you are quite right. I have not the slightest objection

to be reminded of these things, because I do not want to leave them out. I have
a distinct recollection of what the Solicitor-General says, that he stated it was a
question of degree. I was under the impression that that referred to Despretz, and
not to Sidot; but, however that may be, I think degree has everything to do with the
matter here, because, I think, in this electric conductor the degree of improvement in
making, the degree to which you fill the pores, and the degree in which you give it
density, is all important; and if Sidot's will not do it, I do not think Sidots can be
called an anticipation.

I now come to Despretz's paper, published in 1849. I have no doubt Despretz
produced a material in substance very like, if not identical with, that used for the
carbon conductors patented by Mr. Cheesbrough, and he got the heat he supplied by
means of an electric current. But there is one most important object obtained by the
process patented by Mr. Cheesbrough, which I think the Defendants have failed to
show that Despretz's process would yield. The principal object of this patent is to
ensure the filling up, in the course of the treatment, of the pores of the carbon, the
porosity of ordinary carbon boeing a serious objection to its use for incandescent light
ing. Now, one part of the process described in the specification is the gradual increase
of the electric current. This was certainly no part of Despretz's process. It is an
important matter. Allor nearly all the witnesses have referred to it as a matter of
significance, and Professor Dewar says that it is essential in curing the porosity of the
carbon My note of Professor Dewar's evidence upon this point is as follows:
" He," that is the patentee, "also points out the advantage of a gradual increase of the
"intensity of the current. For Cheesbrough's purposes you must have an intense
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" electric current increased from a less intense one. I find no direction of all this in
"the anticipation, that is in Despretz, Despretz used an enormous current, but he
"put on the whole at once, it was not graduated." Then he cornes to Sidot, which
mingles itself with Despretz, " I have experimented with Sidot's processes," and then
he refers to those. "I say the carbon produced by Sidot is not the same as Ohees
" brough's; not in the same condition. I say you cannot get Cheesbrough's carbon
"from any process carried out by external heat." Then he is invited to go to
Despretz's, and he says,' "There is nothing in Grove's or Despretz's papers which
"would suggest its application to the purpose of giving a good carbon conductor for
"an incandescent lamp. I have not the slightest doubt but that the porosity of the
"carbon was not cured by Despretz's process, because he did not apply the graduated
'~current." Then he goes on to something else. That is Professor Dewar's evidence. Now
Dr. Hopkinson was asked questions on the same subject.

The Solicitor-General here referred to a portion of Professor Dewar's evidence on
cross-examination, and suggested that he thereby withdrew his previous statement that
the graduated character of the current was essential to the process described in
Oheesbrough's patent.

Mr. Justice Butt.-I have read this passage, and I do not conceal from myself at
all that in the evidence of many of these gentlemen, in one part or the other, there are
discrepancies and conflicts ; but the conclusion to which I have come, on the whole,
was that Professor Deuiar, taking the whole of his examination and cross-examination,
intended to state and abide by this, that you could not cure the porosity without
gradually increasing the current. If I am wrong on that point, the Defendants will
have an opportunity of reviewing the whole of the evidence and setting me right
hereafter.

Taking the whole of the evidence, I certainly do not feel that I can come to the
conclusion that M. Despretz, in the paper ill question, has described a process which
would enable a competent workman to arrive at the result Mr. Cheesbrough has
attained. Had I thought otherwise I should have taken time to consider whether the
admitted publication in England {for it is admitted) of M. Despretz's paper would
have been what is called an anticipation of Mr. Cheesbrough's invention. M. Des
pretz's paper is entitled "Volatilization of Carbon." It relates to experiments on the
volatilization of carbon; a process the very reverse, as I understand it, of that which
an electrician would desire to bring about for the purposes of electric lighting. The
material alleged to be identical with that of Mr. Oheesbrough's improved carbon con
ductor was not a material which M. Despretz was seeking to obtain; it came upon
him as a surprise, and as a disturbing element in the course of his experiment;
interfered with the attainment of the object he had in view, and its presence does not
certainly seem to have been regarded by him with any degree of satisfaction. More
over, his experiment never seems to have been repeated from the year 1849 down
to the time of Mr. Oheesbrough's specification; still less during that interval was the
material in 'question ever applied to any useful or practical purpose. I will here refer
to one passage in Dr. Hopkinson's evidence: "Despretz's publication," he says, "has
"no reference to incandescent lighting; would not be a publication to which an
,( inventor of an incandescent lamp would refer." He might have gone further, and
have said that when he saw [the title of that paper it would rather deter than invite
him to turn his attention to the matter at all. I am therefore of opinion that the
invention which Mr. Cheesbrough has patented has not been anticipated by any prior
publication'[of this process, that the patent sued on is valid, and that as its user by the
Defendants is admitted, there is an infringement for which the Plaintiffs are entitled
to a decree.

Some discussion took place as to the form of the injunction to be awarded and as
to whether the costs should include the costs of the shorthand writers' notes of the
evidence. Counsel for the Plaintiffs elected to have an injunction restraining the
Defendants, during the continuance of the patent, from manufacturing, selling, letting
on hire, supplying, or using any electric lamps, having conductors prepared by the
method described in the amended specification.
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The learned Judge ordered an account of profits made by the Defendants to be
taken, and the infringing lamps to be delivered up. He gave a certificate that the
validity of the patent came in question in the action, and also that the Plaintiffs had
proved their particulars of breaches. He gave costs on the higher scale, but the
Defendants not consenting that the costs of shorthand notes of evidence should be
included, he stated that he had no doubt that the Court had a discretion in allowing
such costs, and that he would exercise such discretion in this case according to what
he should upon enquiry discover to be the usual practice.

IN THE HIGH COURT OF JUSTICE.-CH.A.NCERY DIVISION.

Before VICE-CHA.NCELLOR BA.CON.

May 20th and 21st, 1886.

SHARP v. BRAUER.-BRAUER v. SHARP.

Issue of warn~·ng circulars by patentee-s-Action. by B. for injunction to restrain
such issue.c-Subsequent action by patentee against B. for infringement.- Validity of
patent.-Justijication of circular-s-Borui fides.

A patentee issued a circular calling attention to his patent for folding screens, and
intimating his intention to take legal proceedinqs against infringers thereof. B., a
maker of folding screens in Germans), commenced an action to restrain the issue oj
this circular to his customers or persons who miqh: become his customers, whereupon the
patentee commenced an action against B. and his aqent in England, N. On the latter
action coming on for trial--

Held that the patent 'was invalid for want of novelty, and that the action must be
dismissed with costs.

On the first action coming on for trial-
Held, that at the time the circular was issued the Defendant had a right to advertise

himself as patentee, and that there was no evidence of malice on his part, and that the
action must, be dismissed, but under the circumstances, without costs.

In 1879 a patent (No. 2408 of 1879) was granted to Samuel Holt Sharp for "A
"new or improved window screen or blind." The specification stated that "this
"invention relates to screens or blinds for windows, and my improvements consist in
"forming them of cardboard, millboard, papier mache, tin, zinc, or other suitable
"material cut into strips, which are connected by their edges so as to be capable of
"being folded up and laying flat upon one another. In some cases a hole is made in
"each strip, through which passes a cord or rod by means of which the blind may be
"secured or suspended across the windows, and screws or other adjusting apparatus
" may be employed to regulate the position of the strips, which may either be arranged
"so as to present a flat surface or a succession of ridges or corrugations. The strips
"may cross the windows either vertically or horizontally, and from the material of
It' which they are construc~ed great scope is afforded for ornamentations by embossing,
"printing or perforating." After describing the drawings the specification proceeded:
" These blinds may be arranged so as to be placed vertical, as shown, or they may be
" horizontal, same as a Venetian blind, and they may also be used as splash boards or
"papers for wash-hand-stands in bedrooms or other places. Having thus described
"the nature of my invention, and shown by drawings how the ·same is to be performed

 by guest on M
arch 22, 2016

http://rpc.oxfordjournals.org/
D

ow
nloaded from

 

http://rpc.oxfordjournals.org/

